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Dear Sir: 

The tbilow ing is a conibmed petition under 3" (T^^R ^ 1 .4"(a) to applv tor a patent 
w ithout the Signatures of tw o joint nn entors w ho ha\ e refused to sign the dechiranon and 
Inlorniation Disclosure Suiteinent under 3^ Cd-R :^ 1.5fv In accordance with 3^ (dT^ 1.4^(a), 
this petition mchuies proot\d^the perlinent tacts and the last known addressee ofthc nonsiuninu 
nnentors. and is accompanied h\- the tee set lorth m ^ EPdi). 

I he ni\ cntion has been assigned to Gatalxtica Imci-gx Sxstems, Inc. OTd^Sr') b\ Garlos 
l-a/ and \ aler\ Sokoloxskii. two ot'the joint !n\cntiM'>. Obtaining the tilnm date ollhc present 



applicalion is necessary to preserve the rights of tiie assignee and irreparable damage will result 
if this petition is not granted. 

Backf^round 

U.S. Patent Apphcation \o. 09/972,142, entitled ^Tatalytic Separator Plate Reactor and 
Method of Catalytic Refonning of Fniel to Hydrogen^ was tiled with the U.S. Patent and 
Trademark Office on October 5, 2001 . This application is a continuation-in-part of application 
no. 09/737,268, filed on December 13, 2000. 

On December 10, 2001, Daniel Loftier and Enrique Iglesia, two of the inventors on the 
application, w ere each niailed copies of the declaration and assignment documents tor their 
signatures, as well as a copy of the application as filed on October 5, 2001 . Since these two 
inventors were no longer employed by the assignee, the documents were mailed to their home 
addresses. Both inventors have acknowledged that they have received and reviewed the 
application and have expressly refused to sign the declaration and assignment documents that 
were mailed to them. Daniel Loffier's refusal was oral and Enrique Iglesia^s refusal was written. 
Attached is a copy of Dr. Iglesia's w ritten refiisal. 

Last Known Addresses of Consigning Inventors 

Daniel G. Loftier 

181 NW Black Hawk Avenue 

Bend, OR 97701 

L'.S.A. 

Enrique l^lesia 
499 Buttcrfield Place 
Moraga, CA 04556 
U.S.A. 




Statement of I acts Ret^ardint^ Daniel Lofjler's Oral Refusal to Sign 

After receiving declaration and assignment documents, and a copy of the present 
application, Daniel Loftier telephoned the undersigned on December 14, 2001, and stated that he 
was concerned about the inventorship of claims 10-12, which relate to corrugation of the 
separator plate in an apparatus of the invention. He further stated that during a video conference 
with employees of McDemiott Technologies, Inc. ('^MTI") in April, 2000, someone from MTI 
had mentioned and shown pictures of corrugations during a discussion about the invention. He 
also stated that use of a heater, as in unamended claim 27, may also have been suggested by 
MTI. 

On January 4, 2002, Charles D. Holland, another attorney at Morrison and Foerster (rcg. 
no. 35,196), and the undersigned spoke wqth Daniel Loffler by telephone. Dr. Ralph Dalla Betta, 
Chief Technical Officer and Vice President of Research and Development for CESl, w^as also 
present on the conference call. Dr. Loftier said that he thought signing the declaration would 
constitute ^1raud on the Patent Office^^ in the absence of confimiation from MTI that they did not 
claim ownership of the claimed subject matter. He stated that MTI had reviewed the parent 
application and had not claimed an ownership interest, and that he would like to send the current 
application to WW for re\ !ew as well. Dr. Loftier reiterated his statement that corrugated plates 
and use of a heater were discussed w ith MTI. Howe\ er, he stated that although the first oral 
^^suggestioif ' of the comigations was by MTI, he had already thought of using corrugations prior 
to that suggestion being made. Dr. Loftier also said that straight parallel channels, as recited in 
claim 1 1, ^'makc no technical sense" and that he would not sign a declaration for an application 
that includes claim 1 1 . With regard to use of a heater, as specified in unamended claim 27. he 
said that he believed MTI had suggested heating the plate using an electrical heater, but that as 
far as he could recall, MTI had not suggested preheating the gas stream. When we suggested 
amending the claims to recite heating of the gas stream prior to its introduction into the channel. 
Dr. Lofller said that amendment of the claims w ould not be sufficient to com ince him to sign the 
declaration and assignment. 
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On Jaiuiar\' 9, 2002, Charles Holland and the undersigned telephoned Daniel Loftier 
again to discuss the patent application. Dr. Loftier said that he is willing to sign a declaration 
that he is first in\'entor of the parent application. (A declaration was pre\]ously signed by Dr. 
Lotller on Januar>' 25, 2001 tor the parent application.) Ho\\e\ er, he reiterated his objections 
above but also indicated that showing the new claims to MTI would remove his major objection 
if VITI would confimi that they do not claim inventorship of these claims. 

On or shortly atter May 6, 2002, a copy of the published PCT application corresponding 
to the present I i.S. application was Ibrwarded by Dr. Dalla Betta to MTI tor review and 
comments. VLfl has not as yet commented on the application. 

On May 31, 2002. diaries Holland and the undersigned left a voice mail message tor Dr. 
Loffler, asking him to return our call to discuss the patent application and signing of the 
declaration. He has not yet returned our call. 

Statement of Facts Regardin<^ Enrique I^lesia 's Written Refusal to Sign 

On December 14, 2001, the undersigned contacted Dr. Enrique Iglesia by e-mail, and 
asked w hether he had receiv ed the declaration, assignment, and copy of the application that w e 
had sent him. He responded that he had received everything and that in reviewing the 
application, ''some of the claims appear to ditTcr substantially" trom those in the parent 
application. He stated that he would be out of the office until January 6 and that ''a detailed 
response and comments about this application w ill ha\'e to wait until then." 

On January 9, 2002, Charles Holland and the undersigned spoke with Dr. Iglesia b\' 
telephone. He said that he objected to the tact that the CIP was filed without consulting him and 
that he questions the technical relev ance of the new matter that was added. He said he w ould tax 
a letter. 

C)n Januar\ 10, 2002, Dr. Iglesia faxed a letter, a copy of w hich is attached. In the letter, 
he stated that claims 10-12, directed to corrugated plates, ''are technicalK' unsound." He stated 

that '"[t]he concept of corrugated plates w as discussed and dismissed as unsound -- in 
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discussions [w ith] Dr. Lot'llcr in the earl\' stages ot the in\enti\e process leadiny to the oriymal 
U.S. patent apphcation." This statement concurs w ith Dr. Loftler's statement that he had thought 
of corrugations prior to tlie April, 2000 meeting w ith MTI (see above). Dr. Iglesufs letter also 
stated that unamended claim 27, directed to use of a heater, 'is neither novel nor required for the 
inv ention.'' He also stated, '1 find it at least procedurally aw kw ard, if not appropriate, that such 
additional subject matter and claims have been incorporated, and the application filed, w ithout 
consultation with or the consent of the inventors of record and that the inventor(s) of these 
additional claims are not included in the two new applications." (By "two new applications/' he 
is referring to the present application and a \K J application that corresponds to the present 
application.) He further stated. '1 will sign the requested documents only for an hitcmational 
Application that accurately refiects the env isioned joint invention, as described in the original 
U.S. application." 

Conclusion 

Both Daniel Loffier and Hnrique Iglesia have refused to sign the declaration for 
application no. 09 972,142, both expressly and by their conduct. Accompanying this petition is a 
declaration signed by the other tw o joint inv entors, C^u'los Viv/. and Valery Sokolovskii, with the 
signature blocks of the nonsigning inventors lefi blank, w hich may be treated as having been 
signed on behalf of the nonsigning inventors (MPHP ^ 409.03(a)). 
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In ihc unlikely event that the transmittal letter is separated from this document and the 



Patent OlTice detemiines that an extension and/or other relief is required. Applicants petition for 



any required relief including extensions of time and authorize the Assistant Commissioner to 



charge the cost of such petitions and/or other fees due in connection with the filing of this 



document to Deposit Account No. 03-1952 referencing docket no. 220772007420 . 



Respectfully submitted. 



Dated: 



June 6, 2002 



Bv: 



jHl A. Jacobson 
Registration No. 40,030 

Morrison & Foersteri i p 

755 Page Mill Road 

Palo Alto, California 94304-1018 

Telephone: (650) 813-5876 

Facsimile: (650)494-0792 
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8 January- 2002 

Dear Mr, HoUand; 

I have reviewed the contents of U.S. Application Serial No. 09/972,142 (Oaober 5, 2001) and 
of International Patent Application No. PCT/USO 1/42530, I understand these two documents to 
be identical in content and claims. Both represent modified versions of a previous U.S Patent 
Application with identical title ajid authorship. These two new applications contain additional 
subject matter and ckims that are not part of the invention, as originally conceived and filed. I 
fuid these additions to be either technically unsound or obvious: they do not accurately 
represent the original inventions of the co-authors of record 

My technical assessment is that new claims 10, 1 L and 12, dealing with corrugated plates of the 
type depicted in Figure 10. are technically unsound and not part of the original invention on 
which the above referenced two appUcations are based. These corrugated plates are 
misleadingly described as flow redffccting devices. They do not redirect flow in the relevant 
dnwtion perpendicular to the waU. Th? concept of coirugated plates in the context of the 
specific straight and rig-zag channels in Figure 10 was discussed - and dismissed as unsound -- 
in discussions between Dr. Loffler in the early stages of the inventive process leading to the 
original U.S patent apphcation. 

In my technical judgment, the only other new claim (^27), dealing with electrical heating of 
uilet streams, is neither novel nor required for the invention. This matter is best included, if at 
all as a disclosure. In the context of one of the many different ways of pre-heating the mlet 
streiims These many ways would be obvious to one versed in the an. 

Vhus, 1 rcquesn for the record that the aforementioned claims he excised and that the contents ot 
tlic ongmaJ invention be preserved as such. Any additional claims can be included by CESI 
( IP apphcations, for winch 1 neither claim nor desire authorship. I consider tliese additional 
cUiins (0 be unsoiuid, redundanL and/or non-nov^l. 



1 find It al least procedurally awkward, if not inappropriate, tliat such additional subject matter 
and clauns have been incorporated, and the application filed, without consultation with or the 
consent of the uiventors of record and thai the inventor<s) of these additional claims are not 
mcJuded in the two new applications. 

I will sien the requested documents only for an International Application that accurately rcllccts 
the envisioned joint invention, as described in the original U.S. application. If you arv able and 
choose to proceed without my signature, 1 would request that you exercise due candor in 
commumcating to both the U.S. and the Intemarionai Patent Offices the reasons for my 
decision, as well as the verbatim contents of this letter. 

These statements are made in good feith and they are based on mv best technical judgment The 
attached biographical note attests to my broad expertise and experience in tliis area, which 
provide the basis for the technical judgment that I have exercised in this matter. 

Finally, please note that my time is of significant financial value to me in my capacities as a 
smight^after consuhant and faculty member, and that I cannot continue to dedicate time and 
eflort to review and correct details of a patent that was legally and accurately filed well before 
ray consulting contract with Catalytica, Inc. and CESJ ended. Future inquu-ies should be 
accompamed by a contract for consulting services at my customary consulting rate of 2300 
USD per day and by a stipulation of the amount of time that would be required and covered for 
each specific task. 1 have already spent 5.5 hours reviewing the new application and the 
previous one and redacting this letter. 



Sincerely, 




Enrique Iglcsia 



Professor of Chemical Engineering, University of California at Berkeley 
Director, Berkeley Catalysis Center 

Faculty Scientist, E.G. Lawrence Berkeley National Laboratorv". U.S. Department of E: 




BIOGRAPHICAL NOTE 
ENRIQUE IGLESIA 



.nH I'yl^ t I ''^ Kngmcering at the University of Caljfonua at Berkeley 

and a F aculty Sc.entj^ m the E.O. Lawrence Berkeley National Laboratory of the U.S. Dcpartnient of 
Fnergy^ He reccwed his Ph.D. degree in Chemical nueinco^ng in 1982 from Stanford irnSv ,n 
leven ve'rnf ^'"'^^^'^y/^" ^alifor^a at Berkeley a. Professor of Chemical Engmeenn,/ after 
InZ J^Z th. . 7 naanagement experience in heterogeneous cataiysis and react.or. 

enp.mecrmg at the Corporate Research Uboratories of Exxon Research and Engineering. 

catalysis Surveys. He is past chairman of the Division of Petroleum Chemistry of the American 

T of Chenucal Engineers. He ,s currently the director of the Berkeley Catalysis Center His rex^t 
^ Et^ernVth^' A l"^? ""^^ ^" Fundan^ental Catalysi 'of the" Catalysis Soc.eCv.Te 

i aLhT rf ^^^^ ^"^'^^y «f ^^'^^^ 1^96 Award for Exeeli;nce 

AvvidofTeR^^^^rif "^u""^" ^"^^""^ of Chemical Engineers, and the 1998 Best Teacher 
Award of the Berkeley Chapter of the American Institute of Chemical Engineering, 

Professor Iglesia has been involved in studies of heterogeneous catalysts for the direct <md 
W 1^^^^^^^^^ "i^" hydrocarbons, .ses of light alkanes in desulfuri^.tioil^Lid d;: 

crackinrnrn^ dehydrogenation of light alkanes to alkenes and aromatics, catalytic reforming and 
rl^S P^^^^^'/"^'°7-^;^PerHture isomerization, alkylation, and combustion reactions. Current 
^.^Ir?^.^''' "^Z"^' P'^''"^ membranes to combine reaction and 

^reJ f"^ dehydrogenation and conversion processes and the development of 

Z^^Tu P^'^'^ ^« ^ct^e. transport, and chemical properties of porous solid 

^^t^^n i ^ '^^^^'"y combines expertise and facilities for the synthesis of novel 

catalytic solids, their m-situ structural and mechanistic characterization, and the detailed modeling of 

svnS,e.ir pIT^"", r.'^^ ^ ^^'^^y'^ processes relevant to oil refining and petrochemical 
synthesis. Professor Iglesia has co-authored more than 150 publications and over 30 patents. He has 
presented more than 20 plenary lectures in the leading scientific conferences in chemical engineering 



